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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 23 May 
2008 has been entered. 

Status of Claims 

2. Claim 14 is amended in view of applicant's amendment filed 23 May 2008. 
Claims 11-13 and 21 -33 are canceled in view of applicant's amendment. Claim 34 is 
marked "Not entered". Claims 1-10 remain withdrawn from consideration. New claims 
35-50 are added in view of applicant's amendment. Therefore, claims 14-20 and 35-50 
are currently under examination. 

Status of Previous Rejections 

3. All previous rejections are withdrawn in view of applicant's claim amendments 
and persuasive arguments and declaration under 37 CFR 1 .132 filed 23 May 2008. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 35-36 and 39-40 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hudson US 5,106,435 
(Hudson). 

Hudson teaches a process of forming a phosphate conversion coating layer on a 

steel surface(col. 2 lines 33-47, col. 3 lines 13-20). Hudson further teaches that the 

coating solution is an aqueous solution comprising phosphate compounds as follows 

(col. 3 lines 24-40): 

Fh i lor msy be n 3e up using a sol -H* pti -■ 
phale compound. Preferred soluble phosphates for use 
in the aqueous solution include phosphoric acid 
(H3FD4!, ammonium phosphate monobasic 
(NH4H2PQ4, and ammonium phosphate dibasic 
i KH \ r riT< u) 3 httiot of ammonium pi >sph»Ee jj 
basic offer advantages in handling over acidic solutions 
in thai solution pB values (about 7.5) are close 10 neu- 
trality. Accordingly, use of ammonium phosphate diba- 
sic k especially preferred. Soluble phosphates other 
than those mentioned as preferred, for example sodium 
phosphates and po r im phosphates, also ma> he us*d 
in the method of the invention. In preparing the solu- 
tion* various soluble phosphates may be used alone or in 
combination, provided that the tosal phosphate ton 
concentration in solution is sufficient for purposes of the 
invention as described below. 

Regarding claims 35-36, Hudson teaches the claimed mixture of monobasic and 

dibasic ammonium phosphate. In addition, the phosphate solution as taught by Hudson 



Application/Control Number: 10/768,613 Page 4 

Art Unit: 1793 

is free of alcohol because Hudson does not teach the addition/presence of alcohol in 
the coating solution. Furthermore, the examiner considers water in the coating solution 
of Hudson as the claimed target fluid since phosphate solution is an aqueous solution 
which implies the addition of phosphate solution to water to prepare the final working 
solution. Alternatively, it would have been obvious to one of ordinary skill in the art to 
have prepared the coating solution of Hudson by diluting a concentrated phosphate 
solution with water in order to achieve desired coating concentration to form a 
phosphate coating film with desired level of corrosion protection. 

Regarding claims 39-40, one of ordinary skill in the art would have recognized 
the inherent teaching of claimed potassium monobasic/dibasic phosphate from the 
teachings of potassium phosphate by Hudson. Alternatively, one of ordinary skill in the 
art would have found the claimed monobasic and dibasic potassium phosphates 
obvious in light of the teachings of potassium phosphate by Hudson since potassium 
phosphate as taught by Hudson includes the claimed monobasic and dibasic potassium 
phosphates. 

7. Claims 14-16, 20, 35-37, 41-42 and 46-47 are rejected under 35 U.S.C. 102(b) 
being anticipated by Chunat et al. US 4,060,433(Chunat). 

Chunat teaches a process of foam phosphating a metal surface for form a 
phosphate coating (abstract). The metal surface treated by the process of Chunat is a 
steel surface such as an ASTM D609-61 panel(col. 4 lines 19-29). Chunat also teaches 
that a concentrated phosphate containing solution can be diluted with an aqueous 
media and/or organic liquid carriers such as a hydrocarbon solvent to produce a 
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desirable working solution having a pH of about 3.0 to about 5.5(col. 9 lines 26-34, col. 
1 0 lines 1 -33). Chunat further teaches that the phosphate in this invention denotes 
orthophosphate, monohydrogenphosphate and dihydrogenphosphate(col. 6 lines 21- 
27), preferably dibasic phosphate salts of ammonium or monovalent metals(col. 10 lines 
14-16). 

Regarding claims 14-15, 20, 35-36, 41 and 46, Chunat teaches the claimed 
hydrocarbon target fluid(i.e. lubricating fluid) and the claimed phosphorus containing 
solution comprising the claimed phosphate compounds. In addition, the coating solution 
of Chunat does not require the presence of alcohol as claimed. 

Regarding claims 16, 37, 42 and 47, Chunat further teaches the presence of 
organic ammonium salts in the coating solution, wherein acetic acid can be used to form 
such organic ammonium salts(col. 11 lines 8-11), which implies the presence of claimed 
ammonium acetate. 

8. Claims 1 7, 38, 43 and 48 are rejected under 35 U.S.C. 1 03(a) being 
unpatentable over Chunat. 

The teachings of Chunat are discussed in paragraph 7 above. 

Regarding claims 1 7, 38, 43 and 48, the upper limit of the pH(i.e. about 5.5) is 
very close to the lower limit of the claimed pH of about 6.0. It is well settled that a prima 
facie case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough that one skilled in the art would have expected them to 
have the same properties. See MPEP 2144.05. Therefore, a prima facie case of 
obviousness exists. The selection of claimed pH range from the disclosed range of 
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Chunat would have been obvious to one skilled in the art since Chunat teaches the 
same utilities in its disclosed pH range. 

9. Claims 18-19, 39-40, 44-45 and 49-50 are rejected under 35 U.S.C. 103(a) being 
unpatentable over Hudson. 

The teachings of Chunat are discussed in paragraphs 7-8 above. 

However, Hudson does not explicitly teach that the monovalent metal for 
phosphate compounds in its coating solution is the claimed potassium. 

The teachings of Hudson are discussed in paragraph 6 above. 

Regarding claims 18-19, 39-40, 44-45 and 49-50, since Hudson teaches 
potassium phosphates are also suitable phosphate compounds in a phosphate coating 
solution, just as suitable as monobasic and dibasic ammonium phosphate, one of 
ordinary skill in the art would have found it obvious to have incorporated potassium as 
taught by Hudson as the monovalent metal of the phosphate compound in the coating 
solution of Chunat with expected success. 

Response to Arguments 

10. Applicant's arguments with respect to claims 14-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LOIS ZHENG whose telephone number is (571)272- 
1248. The examiner can normally be reached on 8:30am - 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 ) 272-1 244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 

LLZ 

6/18/08 



